Appln. No. 10/681,376 

Amd. dated June 16. 2006 

Reply to Office Action of March 17, 2006 

REMARKS 

Claims 14-18 and 25-39 currently appear in this 
application. The Office Action of March 17, 2006, has been 
carefully studied. These claims define novel and unobvious 
subject matter under Sections 102 and 103 of 35 U.S.C., and 
therefore should be allowed. Applicant respectfully requests 
favorable reconsideration, entry of the present amendment, and 
foirmal allowance of the claims. 

Status Identifiers 

The status identifiers for claims 14-18 have been 
corrected to read "withdrawn." 

Art Rejections 

Claims 1-10, 12, 13, 19-21, 23 and 24 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Huling, WO 
99/58239. 

The present amendment cancels claims 1-10, 12, 13, 
19-21, 23 and 24, so this rejection is now moot. 

Claims 26-28 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Knebel et al . in view of WO 99/5823 9. 

This rejection is respectfully traversed. The 
invention claimed herein is for removing contaminants from a 
gas and destroying the contaminants by passing the gas through 
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a sorbent amended with or- containing iron . The contaminants 
are adsorbed on the sorbent, where they are concentrated, A 
liquid phase oxidant which produces hydroxyl radicals at the 
sorbent is added so as to oxidize the contaminants using a 
Fenton-driven mechanisms and the contaminants are destroyed in 
situ. Optionally, as recited in claim 29, the sorbent is 
regenerated in situ. Of course, if the contaminants are 
hazardous waste, even after oxidation treatment, the sorbent 
is not regenerated, but is sent to secure hazardous waste 
landfills, as described in the specification as filed at page 
30, lines 10-16. 

Knebel disclose removing organic compounds from 
gases by passing the gas stream through at least two beds of 
adsorbents. The passage of gas is discontinued when the exit 
level of organic compounds exceeds a predetermined level . The 
adsorber beds are then regenerated with a hot flue gas to 
desorb the compounds previously adsorbed- These desorbed 
organics are then collected and preferably thermally oxidized. 
This is not at all the process as presently claimed, because 
Knebel adsorbs the contaminants on the beds solely to remove 
the contaminants from the gas. The contaminants are desorbed 
from the bed, and then are oxidized. 

In contrast to Knebel, in which the contaminants are 
merely adsorbed from the gas and then desorbed for later 
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oxidation, the contaminants in the presently claimed invention 
are concentrated no the adsorber in order to be contacted with 
iron and a hydroxyl ion in order to oxidize the contaminants 
in situ. There is no suggestion in Knebel of doing anything 
with the adsorbed contaminants other than washing them from 
the sorbent, after which the contaminants are oxidized. 

There is no motivation to combine the Knebel process 
with that of Ruling, as the oxidation treatment of Knebel 
occurs after the contaminants have been removed from the 
sorbent. There is no suggestion in Knebel of using a Fenton 
reaction, nor of oxidizing the contaminants prior to removing 
them from the sorbent. Knebel discloses an entirely different 
process from that of Ruling, and there is no motivation in 
either Ruling or Knebel to combine the processes. 

As the Federal Circuit stated in In re Lee, 61 USPQ2d 143 0 
(January 18, 2002, Fed. Cir.), '^As applied to the 
determination of patentability vel non, when the issue is 
obviousness, 'it is fundamental that rejections under 35 
U-S-C. 103 must be based on evidence comprehended by the 
language of that section.' In re Grasselli, 53 USPQ2d 1769, 
1774 (Fed. Cir. 2 000)... When patentability turns on the 
question of obviousness, the search for an analysis of the 
prior art includes evidence relevant to the finding of whether 
there is a teaching, motivation, or suggestion to select and 
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combine the references relied on as evidence of obviousness 
See, e.g., McGinley v. Franklin Sports, Inc, 60 USPQ2d 1001, 
1008 (Fed. Cir. 2001) ('the central question is whether there 
is a reason to combine [the] references, ' a question of fact 
drawing on the Graham factors) 

'The factual inquiry whether to combine references 
must be thorough and searching.' Id. This precedent has been 
reinforced in myriad decisions, and cannot be dispensed with. 
See, e.g.. Brown & Williamson Tohacco Corp. v. Philip Morris, 
Inc., 56 USPQ2d 1456, 1459 (Fed. Cir. 2000). ('a showing of a 
suggestion, teaching, or motivation to combine the prior art 
references is an ''essential component of an obviousness 
holding"') (quoting C. R. Bard, Inc. v. M3 Systems, Inc. 48 
USPQ2d (Fed. Cir. 1998)) The Court went on to quote In re 
Dembiczak, 50 USPQ2d 1614, 1617 (Fed. Cir, 1999), "Our case 
law makes clear that the best defense against the subtle but 
powerful attraction of a hindsight -based obviousness analysis 
is rigorous application of the requirement for a showing of 
the teaching or motivation to combine prior art references." 

There is a recjuirement for specificity in combining 
references. See, In re Kotzah, 55 USPQ2d 13134, 1317 (Fed. 
Cir. 2002) ("particular findings must be made as to the reason 
the skilled artisan, with no knowledge of the claimed 
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invention, would have selected these components for 
combination in the manner claimed."). 

In the present case, the Examiner has shown no 
motivation to combine the cited references to arrive at the 
particular invention claimed herein. 

As the Federal Circuit stated in In re Lee, 61 
USPQ2d 1430 (January 18, 2002, Fed. Cir.), ''As applied to the 
determination of patentability vel non, when the issue is 
obviousness, 'it is fundamental that rejections under 35 
U.S.C. 103 must be based on evidence comprehended by the 
language of that section.' In re Grasselli, 53 USPQ2d 1769, 
1774 (Fed. Cir. 2000)... When patentability turns on the 
question of obviousness, the search for an analysis of the 
prior art includes evidence relevant to the finding of whether 
there is a teaching, motivation, or suggestion to select and 
combine the references relied on as evidence of obviousness 
See, e.g., McGinley v. Franklin Sports, Inc, 60 USPQ2d 1001, 
1008 (Fed. Cir. 2001) ('the central question is whether there 
is a reason to combine [the] references,' a question of fact 
drawing on the Graham factors . " ) 

'The factual inquiry whether to combine references 
must be thorough and searching.' Id. This precedent has been 
reinforced in myriad decisions, and cannot be dispensed with. 
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See, e.g.. Brown & Williamson Tobacco Corp. v. Philip Morris, 
Inc., 56 USPQ2d 1456, 1459 (Fed. Cir. 2000). (*a showing of a 
suggestion, teaching, or motivation to combine the prior art 
references is an ^'essential component of an obviousness 
holding"') (quoting C. R. Bard, Inc. v. M3 Systems, Inc. 48 
USPQ2d (Fed. Cir. 1998)) The Court went on to quote In re 
Dembiczak, 50 USPQ2d 1614, 1617 (Fed. Cir. 1999), ^^Our case 
law makes clear that the best defense against the subtle but 
powerful attraction of a hindsight -based obviousness analysis 
is rigorous application of the requirement for a showing of 
the teaching or motivation to combine prior art references." 

There is a requirement for specificity in combining 
references. See, In re Kotzab, 55 USPQ2d 13134, 1317 (Fed. 
Cir. 2002) (''particular findings must be made as to the reason 
the skilled artisan, with no knowledge of the claimed 
invention, would have selected these components for 
combination in the manner claimed."). 

In the present case, the Examiner has shown no 
motivation to combine the Knebel with Ruling, because Knebel 
adsorbs the contaminants for removal from the bed, whereas 
Huling treats the contaminants while they are concentrated on 
the sorbent . Combining Huling with Knebel would result in a 
process in which the adsorbed contaminants are washed from the 
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sorbent, then contacted with iron and hydroxyl ions to be 
oxidized by means of the Fenton reaction. 

In view of the above, it is respectfully submitted 
that the claims are now in condition for allowance, and 
favorable action thereon is earnestly solicited. 
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